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DISCLAIMER/#%:. 35 7 BH

The information presented here 1s not and should not be considered to be legal advice. The
information here is not intended to create a lawyer-client relationship. When confronted
with legal issues, it 1s always the best practice to find someone who has the particular
expertise necessary to provide meaningful advice. Information from this presentation should
not be relied upon or used as a substitute for consultation with professional advisors.
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* Created on September 16, 2012 /F20125E9 H 16 H KT
* PTAB is a federal tribunal/PTAB 2 — /MBI 4T B B2

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC



Reasons for choosing PTAB/iEFEPTABH] R [

» Cost-effective for validity challenge /#kiik & F]E X L 5F F B
* District court: Stay the case, pending adjudication by PTAB./ Hi /7 VA B B &
f, SEAFPTABRIE IR
* Patent invalid (by PTAB), alleged infringer off the hook / PTAB U1 & ¥ 1% & F|
O NRRTRITY S CE Sl S
 Within 12 months vs. 36 months + /12> H W& 4 vs. =5 F DL |

¢ $300K - $500K vs. $Millions + /30 HFEITLER50 T ETC vs. T H FHETC

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC 5



Petitions by Trial T)(ge RIE T TR K AU4) 2K
(All Time: 9/16/12 to 6/30/18)

CBM
554
Inter 6%
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2%

Trial types include Inter Partes Review (IPR), Post Grant Review (PGR), and Covered
Business Method (CBM).

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC
Credit: USPTO, Trial Statistics IPR, PGR, CBM Patent Trial and Appeal Board June 2018

Covered
Business

Methods/
M ITVEE

Post
Grant
Review/
=)
B



Status of Petitions Y 192,
o BRIk
8,747 5 2CH BURAE
] 15 | Instituted Claims Unpatentable
g20 N No Claim: 428 (19%) o
1.071 82 31 Some Claims: 360 (16%)):|.‘\ 80 /O
4,549 All Claims: 1,425 (64% Tl
2,194 =l
12% 7o NN
EELTE 868 47 g4
%
: 45 % § £% ¥ % O} T 0} &% g3
s T2 E £ <E & 2 3 E ¢ <E 33
g g% v 2 §8 ° 3 £ v 5 §3% BY
o g - Z 3 - 042 (a) £ 3 i 0

0/ =7, 79 2
© 2018 Law Offices of Albert Wai-Kit Chan, PLLC 1 9 0 X}EE %D ﬁ¢$ 7

Credit: USPTO, Trial Statistics IPR, PGR, CBM Patent Trial and Appeal Board June 2018




1. Agqua Prods. v. Matal, 872 F.3d 1290
(Fed. Cil’. 2017) 41;4:\46\ A2y ;0/48 (4}4;%5

50 Yoo T
3 G\

* Petitioner/i5 3K A\ : Zodiak Pool Systems, Inc.

e Patent Owner/ % F# N : Aqua Products, Inc.

» U.S. Patent/ 3% [ % F] No. 8,273,183: Claims 1-14, 16,
and 19-21/BAE3K1-14, 164119-2170

Inter Partes Review (IPR)/ X7 & £

* Aqua: Replace claims 1, 8 and 20 with substitute claims 5
22-24 35U.S.C. § 316(d)/Aquall 3 [HEFVE 3163k (d>
2% AR s AU 3R = &

* The Board denied/ PTAB {5 #AqualsliX

Source: USPTO US 8,273,183 http://pdfpiw.uspto.gov/.piw?docid=08273183 &SectionNum=2&IDKey=967CA7E1C83B&HomeUrl=http://patft] .uspto.gov/netacgi/nph-
Parser?Sect]1=PTO1%2526Sect2=HITOFF%2526d=PALL%2526p=1%2526u=%25252Fnetahtml%25252FPT0%25252Fsrchnum.htm%2526r=1%2526{=G%25261=50%2526s1=8273183.PN.%25260S=P
N/8273183%2526RS=PN/8273183 © 2018 Law Offices of Albert Wai-Kit Chan, PLLC 8
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1. Issue under Review/ FiF&FiNEE A

1. Section 316(d)(1) provides that a patent holder in an IPR “may file 1 motion

to amend the patent,” either by cancelling any challenged patent claim or by
“propos[ing] substitute claims.” /316K (d)55 M E , Xk & & A BT FIRN

[T BN, I BOH AT AR 52 5 e R ACH] B R Bl 2 B AR 223K ]
HITE BEEA ]
2. Section 316(e) provides that “[1]n an inter partes review...the petitioner shall

have the burden of proving a proposition of unpatentability by a
preponderance of the evidence.”/3163K ()N E, [EXGLHEH. ...

R A XS (R T WU RUR SR R AR



1.  Which party is responsible for proving the (un)patentability?/
7 % R B R B T4 U L B FAE 2

Aqua petitioned for en banc review of the panel’s decision. /Aqua 15 3K 4= & &

= NEERJERTE -

a) May PTO require the patent owner to bear the burden of proving patentability
of the amended claims? /%A &y &2 15 7] 3R L AN A HE BIAE 2U5 AR L
KA LA AR T ?

b) May the Board sua sponte raise patentability challenges to such a claim if

petitioner does not challenge the patentability of a proposed amended claim,
or the Board thinks the challenge is inadequate? /PTABA & & 5 H M, 1EiG

RANRFHE, BIHWNTERANFEEA R, LB ZB PR ZER
AT LA ?




1. CAFC Decision/ CAFCH|

* 6-5 en banc found Section 316(e) requires the petitioner to prove all
unpatentability, including for amended claims. /CAFC & fEiLEE 6LLSIAN,
31655 (e)FR WA B K35 SR AR BT AT AR 22 SRAN v £ A% B 5K, £
FRAE S HOBUR] K

* In the absence of anything, the majority held that PTO may not place that
burden on the patentee. /Z EEE NN, ERAEMKITERIEOL T, 3
] L ] 7 AN NoRE 28 E ST AT s N 45 AU

* Majority declined to answer whether the Board may raise patentability
challenges sua sponte./ % 274 B 1E 44 A 2 PTAB2& 15 A X F 3 i1 SE 12 2
Ja BRI 25K B AT 2 R 1




1. Takeaways//37~ gl

Petitioner has the burden of proving unpatentability of amended claims
requested by patent owner. /fEPTAB®E &, 153K AN AFHIE B M

FEI’J*R%'J;&IM\ A SR PE I ZSUE 5T

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC 12
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2. Inre Smith Int'l, Inc., 871 F.3d 1375
(Fed. Cir. 2017)

* In re Smith International
 U.S. Patent/32 B % #] No.6,732.817 :
A downbhole drilling tool /% F)¥#5 M &l FH: T A

* CAFC reversed PTAB’s affirmance of an Examiner's rejections /
CAFCHERH T PTABIM X B =5 L




2. Examiner Rejection/5X [0

=

* Each of the three 1ndependent claims in question required a tool arm

that engaged a "body." /P i+ 18 1Y) =N ST AR LR W B — AN D

\

T E—15 “body” (FFIL%/

AR AT HE

* All of the claims are anticipated by, or obvious over WO 00/31371
(“Eddison”) which disclosed a downhole tool with radially extendable

members. /P A AUF) B SR BT AU A1 G 1& P4 2 WO 00/3 1371

(“Eddison”) #:58%, EddisonAH |
TI/ N ©

— P BT AR [ AR A ) S




2. Drawing Comparison/&

In re Smith International

US 6,732,817

The °817 patent
describes that “one or
more pocket recesses
516,” which “include
angled channels
518,” are “formed in
the body 510 to
“provide a drive
mechanism for the
moveable tool arms
520 to move axially
upwardly.

566
508

590~

it

=X E

0 Eddison
552 WO 00/31371

=51 Eddison discloses a
drilling tool having a
Siz “mandrel 16” that
o “extends through the
I=¢ _ body 18 and
1~ “provides mounting
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=H Al for a cam sleeve 28,”
ez which “cooperates

= with three extendable
- members in the form

| S of cutters 30 mounted
' in respective body
512 ports 32.”

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC

Source: http://www.cafc.uscourts.gov/sites/default/files/opinions-orders/16-2303.0pinion.9-22-2017.1.PDF
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2. Debate/5F i

/ﬁaminer's interpretation/4E 5 5 £ O (= W
1. “Body" as a broad term that may encompass

WA, e R T 1

N —

T =

RV

ST AR

2. Only the term "body" 1s recited in the claims
without further limiting features/fF| 2 >R Y 5]
H“body”— 1] T AN HAE#E— A IR

3. Specification neither defines the term "body" nor

prohibits the examiner's broad reading of itiji AH 17
FREE A E X body” X —ARif, HKALEEIL

other\

components such as "mandrel" and "cam sleeve*/

“body”— iR EEH N —T XHIARE, Bin] L

|

[
\\H )

A

AN

Smith Appeal/ 5 % Hr |4,
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Appeal: 1\ _ _ .
1. Whether the Examiner's interpretation ﬁ Term "body" was used in some ofthe)

laims without any further elaboration
25 5 % LR A C ‘ ‘ Yy : ‘ \
gmmmm“”$ RifERR R body”— il £E 1 A ik — 45 I
H O B 45 AR — L8 BCR) SR A

7 Inelud; Edd; h "hody" . . .
ncluding Eddison, used the term y 2. Remainder of the specification referred

to refer to a drilling tool's outer housing.

/ AL Eddison e P FAE S5 AAE A A to the body as a component\distinct
HE “body” K54 ELI A / from other components/{H 15 B 545 2¢
. — R “body” 1E Ny HAhAAT:, 5 HARAS
Smith k X I IR /
4 50) , ‘ =
There was nothing in the specification 1. Disagreed /ANA [ 4 )
itself which would "proscribe the 2. Correct inquiry: whether such
Examiner's construction/ii B 15 4 & interpretation corresponds with what and
Vo A5 ATAR] R 22 8 2 L R how the inventor flescribes his in‘vention n
- Y, the specification/iZ R A N A [a] i b f&
o A R e 5 5 W AU 4

PTAB \_ HRIR I AR A 5L

CAFC




[ Argue N

Nothing in the specification
would disallow the Examiner’s
interpretation, which would thus

be "reasonable." /HEIA & B N K
€ X “body”, Ui BHFH AT AR
N B IR AR AR o A oA

B, BRULZARRL ARG

PTAB

Following such reasoning: Any x
description falling short of an express

definition in the specification — the
broadest possible interpretation, rather
than the broadest reasonable
interpretation. /i 45 BAH XK IT4E,
A ART U W 5 A s WA E SCHA Hi iR AR
W= 2o iz B A BefEEE (broadest

possible interpretation) , T AEH Tz
)& AR (broadest reasonable

Qterpretation) #

CAFC

[ CAFC reversed Board’s decision/CAFCHERY | PTABH 44 5E ] E—

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC 18



2.

)

2)
3)
4)
5)

6)

Source: https://deposi

e Sting

o= N
Takeaways/ /5 7~ s

N

ER must consider whether the term was used in the same sense as
being used in the spec./ 5 & 1 W I JE AR TE 2 7 5 UL R ¥ H
PRI TE BAT A [F] = X

Draft spec carefully/ 1141 ¢H 25 Ui BH 15

Be consistent/ PrfF—2X

Number key terms/ ¥} < #E ANIEHAT I 5

Don’t use same term of different meanings// 2K T AH [F] ) AR TE A
EENEDE
Mind translation/y3 = &1 125 1& B 1 1R VG

tphotos.com/184059728/stock-photo-file-folder-red-stamp-takeaways.html



3. PTAB to adopt Philips Standard/
PTABR: K FH SEA 3 b #E

May 8, 2018

* USPTO proposed to change PTAB’s claim construction standards
from the Broadest Reasonable Interpretation (BRI) to District

court’s Phillips Standard. / 35 [E %R b5 R USSR, %
PTABEI%X%'J;JWF%MT@ M B Tz B A BRSO X Ik
St IERAT “ JER B bR e 7

* Claims are constructed intrinsic evidence e.g. the claim language,

specification and prosecution history. / X T HCH| E 3K 1) e ke BT
N EBUESE, WA ZESR )T E if‘ﬁfﬁ—%ﬂl#?ﬂ FH5 10 3 55




3. BRI VS Phillips Standard/F5 ELE

Broadest Reason Interpretation Phillips Standard
* A claim term is given its * A claim term is given the
broadest reasonable construction ordinary and customary

“ lioht of th ot , meaning’’ 1t would have to “a
L OTIME SPECICalion a5 1L serson of ordinary skill in the art
would be interpreted by one of ... at the time of the invention.” /

ordinary skill in the art.”/BCF| B RF|ERARIEBHIR T “TELRK
KAV “ oA ms TR AR SR SR

RN BARIE I B AR Tt Jl...... ‘ﬁﬁﬁﬂﬁmﬁq SR
TR 2 B A PR AR ‘

Source: http://www.cafc.uscourts.gov/sites/default/files/opinions-orders/16-2303.0Opinion.9-22-2017.1.PDF



3. CAFC’s Explanation/ CAFCHJf#RE

1. CAFC: “broadest reasonable interpretation of a claim term may be
the same as or broader than the construction of a term under the
Phillips standard. But it cannot be narrower.” / CAFC: “#Xf—1

BRI LR B ATE 1B ) 2 BB BRARRE 1 e -5 HAE SEAR 5 v T
N —FECE E N 2, HHEE W@/T\DJ RE5E /N

2. Accordmgly, in theory, the BRI standard can be boarder/[X|Ilt;,
ML B, FIFER *R%Uﬁj?EBRUfT/ﬁ?EI’J R[N L A




3. Most cases/ KZEE M

BRI standard and Ph111ps standard — Same result /BRI A1 FEF]

W Wrhn i — A [F] A 25 R

1. A claim could be found invalid in an IPR based upon a claim
construction which patentee cannot apply in a district court. /4X

M EORAEXCLH & (IPR) AR JEBRIAE N A] 58 4k € To K
10 L AANAS BEAEHB DXV e 45 FH [R) 4 A A 1

2. The proposed harmonization is expected to close such gap. /%

A R I3 BONTH BRI Z 8] 22 57




° ° A 73 > 1_1;{5_&‘;’5}‘9 /
3. Implications/3AI]H) &L D

1. Harder to invalidate a patent claim./JG R0 & A F ¥ 18

2. Diustrict courts: stay the infringement proceeding until PTAB
proceeding is over./M [XiAFE: i BRAUFIL, HEPTABYF
/NIRRT

3. PTAB’s claim construction 1s more likely binding in district
courts./ PTABXY A A EE 3K 1) g 1 BE ] BEAE Bl Jim 04l X V% e 1
/NSESREAY: N

The cementation period has ended by July 8, 2018. Stay tuned./

PRI C T201857 H8H A R . #UiF <

Source: https://depositphotos.com/184059728/stock-photo-file-folder-red-stamp-takeaways.html



4. Phigenix, Inc. v. ImmunoGen, Inc., 845
F.3d 1168 (Fed. Cir. 2017)

* To seek judicial review of a PTAB decision, a party must
establish so-called Article III standing, which means 1t must have
suffered an injury in fact. /A PTAB# AT R]VEAEH &, 15K
N33 3T 56 [ S8R 56 =3k ) B URBEss, BIVE SR A RIvE;
ORI 52 ST

* Injury must be concrete and particularized: actual or imminent,
not conjectural or hypothetical. /IX P52 W 20 A& FHISE AT BAK,
W AE SR Y BRI AE R BERY, 11 AR AH I A 2B R Y




4. Inter Partes Review (IPR) X{iZ &

* Petitioner/i5 >R A\ : Phigenix E)HI e il w '._
 Patent Owner/ L AN : ImmunoGen lmmun@gen

e US Patent/3 [E £ F|No. 8,337,856: Claims 1-8, directed to methods of cancer-
treatment. / 1- SIﬁﬂﬂ;&k ﬁﬁ?/ﬁfﬁfﬁ’]ﬁ@

1. Phigenix does not manufacture any products/ Phigenix A< 5 A4 P2 AT P2 i
2. Purportedly has developed an IP portfolio, covering ImmunoGen’s patent.

/Phigenix CH & | — PNREIR A G, Hpash—SERMEs 1
ImmunoGen & H| B PRI 76 [ .
3. After PTAB decided the claims were not invalid, Phigenix appealed to CAFC./

HPTABIAE ImmuoGen I AA] 223K A 245, Phigenix MICAFCHE i _Lif.

Source: Phigenix https://www.phigenix.com/ © 2018 Law Offices of Albert Wai-Kit Chan, PLLC 26
ImmunoGen https://www.immunogen.com/




4. Injury in Fact?/]

@Owing injury \

The existence of ImmunoGen
patent “encumber[ed] Phigenix’s
licensing efforts,” costing it
millions of dollars in potential
licensing revenue. /

Uk B SE Bt

Phigenix = #ImmunoGen % H| ]
FAE “BEAS 1 TR PR AR

WA, IR 18
ERT, HA T3 uvF e

Phigenix

—

X

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC

SEPR iR ?

1. No evidence: same parties that\

licensed the ImmunoGen patent/
A UEYE T 7~ Phigenix ¥ AJ IE
RN ZE BLE SRS TmmunoGen &
AVF AT BB

2. Licensing injury hypothetical
and supported only by
conclusory statements from its

own witness/F | & 1 AN i I
+ H A%, Phigenix M Y

B4 H I A 598 7 W
S f Nj

CAFC




4. Right to Appeal & Estoppel # Injury/
EVRRIRRIFIZE 1L ;2 T FEAE B SE bRt

6id not contend that 1t faced the risk \
of infringing the ImmunoGen patent,
or it was an actual or prospective

licensee of such patent/Ff- A F= 5K H A PTAR T o 48 LA
£ T 15 S ImmunoGen 5 1 1 K% ITBERGE R EURIIIRERL

50T B TmmunoGen-E il ) 5 b MIFATBT LIF A IRIRE

(R TR % \@%uiM%ﬁ%%fffffD
Phigenix

ﬁ)etermined that a statutory right to\
appeal an IPR decision does not
give the Article III standing/X

CAFC

The estoppel effect of the PTAB’s decision to later proceeding
cannot constitute an injury in fact. [PTABZ RN 5 227 VA BT B
. eI EI’MUJT*’JE}Z;&T@J%

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC 28




4.

N\
/

Takeaways/ J3 7~ e s

1) The right to file IPR or appeal to CAFC does not automatically confer
Article 1T standing./["]PTAB##Z XN 8 & 54 [\ CAFCHIPTABHE:
fet F YRR AN 2 B S T 18 SR ANAEBCHRVE B e Vv / VR B9

(Eeis

e

2) To avail such standing, patentee cannot sit on its patents and do

nothing/ N | SRIFIZIER TR, TRRANAF ?Tﬁ?%”ﬁﬁ%ﬁ)ﬂ/ﬁjﬂ

3) For petitioners, time your IPR wisely, wait until your own
commercialization starts. /% T 15K N, A4S X0 5 & P I L 20
S, B, REER]E S RN A TR A B AR K

Source: https://depositpho

tos.com/184059728/stock-photo-file-folder-red-stamp-takeaways.html
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E[A »
Summary/5& 5 55

Y
2)

3)
4)
5)
6)

7)

PTAB ——cost-effective alternative /PTAB - fif iR FZ AL B A B
Petitioner has the burden of proving the unpatentability of amended claims/i&
RN BEAUE ] BRI BB TT UM ZE KA B BRI B 28 514

Draft specifications carefully/41 4 £ 15 B 15

Do not use same term of different meanings/ AN E W A1 [5] F AR 1E A [ B & X
Harder to invalidate a patent claim in PTAB/JG Y& A B ¥E B B] e 38 hn
PTAB’s claim construction is more likely binding in district courts/PTABX X
ALK B R B ] BEAE BB 5 BB DX A B R i A 2I R )

For petitioners, time your IPR wisely, wait until your own commercialization

starts/ X7 TG RK N, F&EXLHEBRB LA A B



Other Cases/Efth %= 4]

1) Credit Acceptance Corp., v. Westlake Services, 859, F.3d
1044 (Fed. Cir. 2017)

2) Berkheimer v. HP Inc., 881 F. 3d 1360 (Fed. Cir., Feb. 8,
2018)

3) OlIl States Energy Services, LLC v. Greene's Energy Group,
LLC, 584 U.S.  (2018)

© 2018 Law Offices of Albert Wai-Kit Chan, PLLC 31
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