Extra-Territorial Protection of Unregistered
Trademarks against Pre-Emptive Registrations
——From Chinese and Comparative Perspectives
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Chinese trademark registration system
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Chinese trademark registration system

Statistics on Valid Trademark Registrations by Regions (Top Fifteen)
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Current dilemmas of pre-emptive registrations

= pre-emptive registrations of foreign
trademarks in China

= A large number of pre-emptive trademark

registration cases, such as “fiE"” (Land Rover),
“KOSS”, “Harry Potter”, and “/Z3]” (Viagra).

= “IPAD” case?
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Current dilemmas of pre-emptive registrations
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Current dilemmas of pre-emptive registrations
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Current dilemmas of pre-emptive registrations

Mr. Xu Jie, Director, Yiwu Xujie Trademark Agent

This firm is a small firm in Yiwu, Zhejiang. One of its main business is
trademark pre-emptive registration and trademark sealing. He
considered there’s no big problem in current Trademark Law. And he
consider pre-emptive registration is a fair use of Chinese law because
this kind of international companies normally have no actual business
in China. As he said himself, he just won a case of “Iphone shaver”
against Apple.
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Current dilemmas of pre-emptive registrations

= pre-emptive registrations of Chinese
trademarks in other countries
= An Iincreasing number of Chinese

trademarks cases, such as “HiSence”
GB15) and “Firefly” (% X 52)

= Small number of Chinese trademarks
protected internationally
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Current dilemmas of pre-emptive registrations

= The negative effects of pre-emptive
registrations of foreign trademarks :

= Impairment of significant commercial
Interests of trademark

= Disturbing the market order and fairness

= Market entry barriers, which negatively
affecting the overall international -
competitions ®_go




Reasons of trademarks being pre-emptively
registered

v

= Competitors and speculators exploiting
weakness of current law

= Free riding: enormous commercial interests
to make pre-emptive trademark registration

s Weakness of current trademark law, such as
Article 32: It was criticized to be infeasible
INn many cases.
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Reasons of trademarks being pre-emptively
registered

s Institutional reasons

= the Interests of local protection stems from
trademark territoriality and the needs of
harmonization of international protection due to
economic globalization

= Reasons of company trademark management

= Lack of awareness of the importance of trademark
registration

= Dereliction of duties of the government, and lack
of supervision of trademark administrative
Institutions
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Reasons of trademarks being pre-emptively
registered

= Three balances

= The Dbalance of interests among trademark
creators, relevant competitors, and consumers

= The balance between the interests of local
protection stems from trademark territoriality
and the needs of harmonization of international
protection due to economic globalization

= The balance between administrative supervision
and enterprise autonomy
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Comparison of unregistered trademarks
protection in jurisdictions

v

= Unregistered trademarks in the Chinese
Trademark Law 2013

= Article 7: The principle of good faith

= Article 32: Provisions for protection of
unregistered trademark with certain
Influence and reputations

= Article 13.1: Well-known trademark
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Comparison of unregistered trademarks
protection in jurisdictions

+

= Difficult to prove key points in the Article 32:
s BT _5K BiEEmEMASmEMAINBIELNA - 1
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= The trademark is in use
= It has influence and reputation

= The applicant for a disputed trademark has
malicious intent

= Article 13.1 for well-known trademark
= High requirement of influence and reputation
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Comparison of unregistered trademarks

iprotection In jurisdictions

= Protection of unregistered trademark under
anti-unfair competition law

= Pre-emptive trademark registration and legal spirit
of fair competition

= “FrEfm” (Xinbailun) case
= From 98,000,000 RMB to 5,000,000 RMB

— ®
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Comparison of unregistered trademarks
protection in jurisdictions

+

= Common law protections of unregistered
trademarks

= Passing off
= Goodwill
= Misrepresentation
= Damage
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i Effective trademark registrations and protection

= The Madrid international trademark
registration system

= Importance

= Convenient trademark application, rather than
direct registration.

= Establishment of Chinese regional trademark
registration systems
= Experiences of the EU

= Belt & Road regional trademark registration
systems
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il\/ladrid trademark registration system

= Should Hong Kong join in the Madrid Protocol?
= Traditional international trademark registrations

Direct / Paris route
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i Madrid system

= The Madrid System (officially the Madrid system
for the international registration of marks) is the
primary international system for facilitating the
registration of trademarks in multiple jurisdictions
around the world. Its legal basis is the
multilateral treaty Madrid Agreement Concerning
the International Registration of Marks, as well as
the Protocol Relating to the Madrid Agreement.



.L Madrid system

The Madrid system

send a staterment of
grant (optional) or a refusal
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If nz refusal is submitted within the prescribed time Emit {12
or 18 months) the international regisiration is considered
wvalid within its jurisdiction and has the effect as a grant of
proftection in the jurisdiction concerned.

1 An application for international registration (an “international application™) may be filed only by a natural person or a legal entity that has a real and effective
industrial or commercial establishment in, or is domiciled in, or is a national of, a country party to the Madrid system; that has such an establishment in, or
is domiciled in, the territory of an intergovernmental organization party to the Madrid system; or that is a national of a member state of such an organization.

2 An applicant can claim priority of a first national or regional application in an international application within six months of the filing of that first applicaaﬂczg

Source: WIPO



Madrid system 2000-2016

Picking up from 2015’s modest increase, Madrid international applications grew by
7.2% in 2016, the fastest since 2010.
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WIPO (2017), Madrid Yearly Review 2017. Available from:
http://www.wipo.int/edocs/pubdocs/en/wipo_pub_ 940 2017.pdf [Accessed: August 4, 2017].
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Top 10 countries of Madrid system

International applications for the top 10 origins, 2016
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Most designated countries

China was the most designated country in 2016, a position it has held for the
past decade.
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i Effective trademark registrations and protection

= Duty of enterprises

= Effective trademark management in
enterprises

= Effective legal countermeasure in pre-
emptive trademark registration
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i Effective trademark registrations and protection

= Duty of Chinese governments

= |P strategy and social morality for getting rid of
free rider

= Development of legislation for unregistered
trademark around the Article 32 of the
Trademark Law
= Unregistered trademark rights
= An increasing importance role in trademark prior use

= Providing proper benefits to the international

trademark applicants
28



i Effective trademark registrations and protection
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= Advises for judicial practice
= ldentifying actual commercial use intention
= ldentifying well-known trademark and trademark

In prior use with

certain influence

= Supervising trademark agents or representative

registers
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Effective trademark registrations and protection

s LV sue the fake retailer and Shenzhen
Jinhui Hotel

= Burberry take a similar case

ESTABLISHED 1856
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