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Tendency to overlook domain names. Why?

• IT people are in charge

• Too many variations (over 1,200 gTLDs)

• Costs (registration & recovery)

• Do customers still care about domain names?

• All of the above

• No, actually businesses still pay a lot of attention to domain names

Introduction



Hogan Lovells |  4

Domain names making headlines
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Domain names making headlines
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• More than 1,200 new gTLD domain strings

• Nearly 21 million new registrations

Domain names making headlines



Domain names making headlines

• New gTLDs
– .公司 [meaning: company]
– .网络[meaning: net]

– .wang [meaning: net; king]
– .xin [meaning: trust]
– .ren [meaning: people]
– .在线 [meaning: online]
– ".cn" is one of the most popular country-code DN: over 16 million
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• Brand value

Why bother?



Hogan Lovells |  10

• Attracts publicity

Why bother?
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• Cybersquatting keeps growing

• Customer trust

Why bother?
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• Domain name complaints (e.g. UDRP)

– High success rate

– Inroad to tackle a bigger problem

– Very effective in Asia too

– Asian Domain Name Dispute Resolution Centre 

– (Beijing/Hong Kong/Kuala Lumpur/Seoul)

– Panelists familiar with local reputation and language

– WIPO Overview 3.0 (May 2017)

Why bother?
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• Confusing domain names as supporting evidence in court
– E.g. MONCLER vs. MOCKNER [2015]

• Winning maximum statutory damages under China Trade Mark 
Law 
– RMB 3,000,000 (~ US$470,000)

• Contributing factor: confusing domain name "mockner.com"

Why bother?
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China's Draft Amendments to Anti-Unfair Competition Law

Article 5: A business operator may not use commercial marks to conduct the 
following confusing marketing acts:

(4) to use the name or the short name of a well-known enterprise or enterprise group 
as the word trademark or the main part of a domain name, and thereby misleads the 
public and causes market confusion.

Why bother?
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• But beware of differences in rules, e.g.:

• China (.cn) – over 16 million registration

• 2-year time bar

• Hong Kong (.hk) – arbitration in nature

• No appeal to court

• Japan (.co.jp) – limited to one .co.jp for each Japanese company

• Vietnam (.vn) – no UDRP-type recovery

Why bother?
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• UDRP, URS and others

• Cease and desist letters

• Negotiations

• Lawsuit 

• Wait for expiry

Other options
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• Suspected crime

– Complain to Registry/Registrar 

e.g. HKIRC for .hk

– Complain to enforcement/regulatory authorities

– E.g. China Internet Crime Reporting Centre

– Hong Kong Securities & Futures Commission 

– Scam Website List

Other options



Be prepared for court appeal
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Statistics on WIPO UDRP cases

Complainant Cases in 2015 Compared 
with 2014

Respondent Case in 2015 Compared
with 2014

1. US 847 -0.2% 1.US 612 -8.7%

2. France 337 4.0% 2.China 412 1.5%

3. Germany 272 48.6% 3. UK 203 0.5%

20. China 17 0.0% 4. Australia 107 10.3%



Be prepared for court appeal

• Not uncommon for losing registrants to appeal to Chinese courts

• Jurisdiction: registrant/registrar in China

• E.g.

– <weixin.com>

– <quna.com>

– <androidpay.com>
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Be prepared for court appeal

• Beware:

– Stricter evidential rules: importance of notarising website contents

– Court may not strictly follow/apply UDRP principles, e.g. "transfer = 
new registration"

Chinese jurisprudence (panelist/court) vs. UDRP principles

– Remedies: court may order cessation/compensation, but no transfer of 
domain name
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• Domain names should form part of your IP/cybersecurity strategy
• Domain names enforcement has a high successful rate!

• Impracticable to register/take action against each and every domain name
• Set priorities – prevention & cure:

• Prevention:
– Proper trade mark registrations
– Beware of vulnerable moments (new brand; merger; new distributor)
– New gTLDs
– Effective watch services

Practical tips
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• Cure:
– Take action swiftly

– Factors: merits, commercial need, publicity, territory

Practical tips



Practical tips

• Notarisation of the website contents

• Monitor hijacking of domains and trade 
marks

• Proper use of domain name complaint 
channels can be an important enforcement 
strategy and settlement weapon

• Selection of dispute resolution organisation
and panel

• Be prepared for court appeal
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Questions?

Eugene Low
Partner, Hogan Lovells International LLP

eugene.low@hoganlovells.com
Telephone: +852 2840-5907

mailto:eugene.low@hoganlovells.com
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